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DETAILED ACTION 
Claim Objections 

Claim 4 is objected to because of the following informalities: "whichlOO parts" on line 3 
of claim 4 should be changed to --which 100 parts--. 

Claims 8, 10, 1 1 and 12 are objected to. Specifically, the period at the end of formula 1 
(claim 8), formula 2 (claims 10 and 1 1) and formula 3 (claim 12) should be removed. Also, the 
parenthesis should be removed in claims 8 and 10-12. 

Claim Interpretation 

Claims 5-9 are interpreted as product-by-process claims embedded in an overall process 
claim. Specifically, any prior art which is believed to teach the limitations of instant claim 1 
may be used to reject these claims as well, even if such prior art does not explicitly teach such 
process steps. 

Claims 13 and 14 are product-by-process claims. Even though product-by-process claims 
are limited and defined by the process, determination of patentability is based on the product 
itself The patentability of a product does not depend on its method of production. If the product 
in the product-by-process claim is the same as or obvious from a product of the prior art, the 
claim is unpatentable even thought the prior art product was made by a different process. In re 
Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). Please note MPEP 2113, 
which addresses the appropriateness of a rejection under 35 U.S. C. 102/103 for product-by- 
process claims. 



Application/Control Number: 1 0/5 85 ,243 Page 3 

Art Unit: 1796 

"The Patent Office bears a lesser burden of proof in making out a case of prima facie 
obviousness for product-by-process claims because of their peculiar nature" than when a product 
is claimed in the conventional fashion. In re Fessmann, 489 F.2d 742, 744, 180 USPQ 324, 326 
(CCPA 1974). Once the examiner provides a rationale tending to show that the claimed product 
appears to be the same or similar to that of the prior art, although produced by a different 
process, the burden shifts to apphcant to come forward with evidence establishing an unobvious 
difference between the claimed product and the prior art product. In re Marosi, 710 F.2d 798, 
802, 218 USPQ 289,292 (Fed. Cir. 1983). 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubhc use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

Claims 13 and 14 are rejected under 35 U.S.C. 102(b) as being anticipated by Watabe et 
al. (JP-05059267). For convenience, a certified English-language translation provided by FLS, 
Inc. will be relied upon in the rejection below. 

Watabe et al. teaches a mixture of (A) 30 parts of a polyoxypropylene having a 
methyldimethoxysilylpropyl terminal group having a molecular weight of 3,200 (viscosity of 620 
cps) which is prepared by reaction of a polyoxypropylene monool and a silane coupling agent, 
(reference example 1), and (B) 100 parts of a silyl-group containing polyoxypropylene having a 
molecular weight of 30,000 and an average of 2.4 methyldimethoxysilylpropyl groups which is 
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prepared by reaction of a polyoxypropylene triol (which has at least two active hydrogen groups) 
(Table 1, embodiment 1). No plasticizers are present in any of the inventive embodiments of 
Watabe et al. Applicants have not shown that the process as claimed yields a fundamentally 
different product than what is taught by Watabe et al. nor have Applicants shown criticality 
regarding the claimed process. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not contmionly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Watabe et al. 
(JP-05059267). For convenience, a certified English-language translation provided by FLS, Inc. 
will be relied upon in the rejection below. 
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Claim 1 : Watabe et al. teaches a curable composition comprising a mixture of (A) a 
polyoxypropylene ether oligomer/polymer having a molecular weight range of from 300 to 8,000 
which is prepared by reacting a polyoxypropylene monool with allylchoride to produce an allyl- 
terminated polyoxypropylene oligomer/polymer, which is then subsequently reacted to prepare a 
silyl-terminated polyoxypropylene oligomer/polymer (claim 1 and reference example 1), and (B) 
a silyl-terminated polyoxypropylene having a molecular weight of from 8,000 to 50,000 which is 
prepared from a polyoxypropylene triol (claim 1 and embodiments 1 through 3). The difference 
between the process as taught by Watabe et al. and that which is claimed is as follows: the 
instant process claims teaches a mixture of a first polyoxyalkylene polymer having at least two 
active hydrogen groups and a second polyoxyalkylene polymer having one active hydrogen 
group which is converted to silyl-terminated polyoxyalkylene polymers. The process as taught 
by Watabe et al. involves the separated preparation of both silyl-capped polyoxyalkylene 
polymers prior to blending. However, the only discemable difference between that which is 
claimed and that which is taught by Watabe et al. is a change in the sequence of adding 
ingredients. However, changing the order of performing process steps is prima facie obvious in 
the absence of new or unexpected results In re Burhans, 154 F.2d 690 USPQ 330 (CCPA 1946) 
see also In re Gibson, 39 F.2d 975, 5 USPQ 230 (CCPA 1930) (Selection of any order of mixing 
ingredients if prima facie obvious). See section MPEP 2144.04 (IV) C. 

At the time of the invention, a person having ordinary skill in the art would have found it 
obvious to prepare the silyl-capped polyoxypropylene mixtures simultaneously from the starting 
monools and triols as this would expedite the overall process (reduce the number of process steps 
and the number of purification steps). Further, Watabe et al. explicitly teaches that both silyl- 
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capped polymers may be prepared using the same chemistry. It follows that a person having 
ordinary skill in the art would have a reasonable expectation of success that carrying out the 
silylation reactions of both polymers at the same time would yield the same result compared with 
what is explicitly taught by Watabe et al. 

Claims 2 and 3: In the reference examples 1 and 2 as taught by Watabe et al, the second 
oxyalkylene polymer has a molecular weight of 3,200 and 3,000, respectively and the first 
polyoxyaUsylene polymer has a molecular weight of 30,000 (10-times larger). The molecular 
weight of the second oxyalkylene polymer is approximately 1/1 0**" that of the first oxyalkylene 
polymer which would inherently satisfy the limitations of instant claims 2 and 3. 

Claim 4: In reference examples 1 and 2, the second oxyalkylene polymer is employed at 
30 parts by weight based on 100 parts by weight of the first oxyalkylene polymer, which satisfies 
the limitation of instant claim 4. 

Claims 5-7: While Watabe et al. does not explicitly teach the process steps of instant 
claims 5-7, Watabe et al. nevertheless renders obvious the starting mixture of process claim 1 . 
Since Watabe et al. renders obvious the claimed product mixture of instant claim 1, any process 
steps not taught by Watabe et al. but otherwise claimed does not remove Watabe et al. as a prior 
art reference. Even though product-by-process claims are limited and defined by the process, 
determination of patentability is based on the product itself. The patentability of a product does 
not depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even thought the 
prior art product was made by a different process. In re Thorpe, 111 F.2d 695, 698, 227 USPQ 



Application/Control Number: 1 0/5 85 ,243 Page 7 

Art Unit: 1796 

964, 966 (Fed. Cir. 1985). Please note MPEP 2113, which addresses the appropriateness of a 
rejection under 35 U.S.C. 102/103 for product-by-process claims. 

Claims 8 and 9: Watabe et al. teaches that the second polyoxyalkylene polymer is 
prepared using 2-ethylhexanol as an initiator (which satisfies formula 1 of instant claim 1) using 
a double metal cyanide complex catalyst, which satisfies instant claim 9 (reference example 1). 

Claim 10: Watabe et al. fiirther teaches converting reacting the polyoxypropylene monool 
with allyl chloride, which satisfies formula 2 of instant claim 10 (reference example 1). 

Claim 1 1 : Watabe et al. fiirther teaches the preparation of the silyl-terminated 
polyoxypropylene by reaction with an allyl-terminated polyoxypropylene (reference example 1). 

Claim 12: Watabe et al. also teaches that the silyl-group may be introduced by reacting a 
polyoxypropylene monool (or polyol) with an isocyanatoalkyltrialkoxysilane, which satisfies 
instant claim 12 (paragraph 0024). 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and/n re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
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with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 1-9 are rejected on the ground of nonstatutory obviousness-type double patenting 
as being unpatentable over claims 1-9 of U.S. Patent No. 7,423,1 1 1 in view of Watabe et al. (JP- 
05059267). Specifically, the only difference between instant claims 1-9 and claims 1-9 of the 
'111 patent is the conversion of the active hydrogen groups to hydrolyzable silicon groups. 
However, such reaction chemistry is well-known in the art. For example, Watabe et al. teaches a 
curable composition comprising silyl-terminated polyoxypropylenes. Watabe et al. teaches that 
polyether main chain polymers are particularly useful as room temperature curable compositions 
which have good pliability even at low temperatures, making them usefiil as sealing materials 
and bonding agents (paragraph 0003). Patent '111 and Watabe et al. are combinable because 
they are from the same field of endeavor, namely polyoxyalkylene polymer compositions. At the 
time of the invention, a person having ordinary skill in the art would have found it obvious to 
prepare silyl-terminated polyoxypropylene compositions from the compositions taught by the 
'111 patent and would have been motivated to do so given the teachings of Watabe et al. 
(paragraph 0003). 

Relevant Art Cited 

The prior art made of record and not relied upon but is considered pertinent to applicants 
disclosure can be found on the attached PTO-892 form. 
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Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert Loewe whose telephone number is (571) 270-3298. The 
examiner can normally be reached on Monday through Friday from 5:30 AM to 3:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IK. LJ 

Examiner, Art Unit 1796 
22-Jun-09 



/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



